REMARKS 

e present application relates to hybrid maize plant and seed 39M27. Claims 1-32 are 
currently pending in the present application. Applicant respectfully requests consideration of the 
following remarks. 

Detailed Action 

A. Specification 

The Examiner acknowledges Applicant's intent to amend the specification upon the 
deposit of the claimed seed upon the indication of allowability of the claims. Applicant wishes 
to reiterate they will refrain from depositing these lines until indication of allowable subject 
matter and will amend the specification accordingly at his time. 



B. Claim Objections and Rejections 

The Examiner further acknowledges Applicant's intent to amend claims 1, 5 (amended) 
and 7 (amended) upon indication of allowability of the claims acknowledged. As provided in 37 
§ CFR 1.801-1.809, Applicant wishes to reiterate they will refrain from deposit of Hybrid 39M27 
until allowable subject matter is indicated. Upon such indication, claims 1, 5 (amended) and 7 
(amended) will be amended to include the accession number as suggested by the Examiner. 

Rejections Under 35 U.S.C. S 101 

The Examiner rejects claims 1-4, 5-7 (all amended), 9-11 (all amended), 12 and 13-14 
(both amended) under the judicially created doctrine of obviousness-type double patenting as 
unpatentable over claims 1-13 of U.S. Patent No. 6,018,1 13. The Examiner notes that although 
the conflicting claims are not identical, they are not patentably distinct from each other. The 
Examiner further notes that the designation "39M27" does not distinguish the instantly claimed 
seeds and plants from 38W36, as it appears to be an arbitrarily assigned designation. The 
Examiner previously concluded in the last Office Action dated June 29, 2001, that insertion of 
the ATCC deposit number in claims 1, 5 (amended) and 7 (amended) will overcome the 
rejection. Applicant respectfully traverses this rejection. While Applicant does not agree that 
this rejection is appropriate, under 37 CFR § 1.801-1.809, Applicant will refrain from deposit of 
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Hybrid 39M27 until allowable subject matter is tnd.ca.ed. Once depos,, is completed apphcan, 
w,.l amend claims 1, 5 (amended, and 7 (amended) accordingly and this rejection will be moot. 

Rejections Under 35 KS.r. s 1 1 Second P a r aCT „nh 

The Examiner maintains the rejections to claims 1-4, 5-11 (all amended) 12 13-15 (all 
amended), !6, !7-19 (all amended), 20, 21-24 (all amended), 25, 26-28 (ail amended), 29 and 30- 
32 (all amended) under 35 U.S.C. §1.2, second paragraph, "as being indefinite for failmg to 
parttcularly point ou, and distinctly clatm the subject matter which applicant regards as the 
mventton." The Examiner notes that the recitation "Hybrid maize seed designated 39M27" in 
clatms 1, 5 (amended) and 7 (amended), render the claims and those dependent thereon 
■ndefimte. The Examiner states the that name "39M27" does no. clearly identify the hybrid 
marze seeds and concedes tha, amending the claims to rec.te the ATCC depostt number would 
overcome the reject™, Apphcants respectfully traverse this rejection. Applicants will refrain 
from amendmg the claim until the time of the actual deposit as set forth in 37 CFR § 1.801-1.809 

Rejections Under 35 U.S.C. 8 117 , First Para.r- ph 

The Examiner maintains the rejections to clarms 1-4, 5-11 (all amended) 12 13-15 (all 
amended), !6, 17-19 (all amended), 20, 21-24 (all amended), 25, 26-28 (all amended), 29 and 30- 
32 (all amended) under 35 U.S.C. § 112, first paragraph. Apphcant respectfully traverses thts 
rejecon and agam reiterates with regard to deposit of Hybrid 39M27, Applicant wishes to note 



that: 



a) during the pendency of this application access to the invention will be afforded to 
the Commissioner upon request; 

b) all restrictions upon availability to the public will be irrevocably removed upon 
granting of the patent; 

c) the deposit will be maintained in a public depository for a period of thirty years, or 
five years after the last request for the enforceable life of the patent, whichever is 
longer; 

d) a test of the viability of the biological material at the time of deposit will be 
conducted (see 37 C.F.R. § 1.807); and 
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• e) the deposit will be replaced ifi, should ever become inviable 
- Apphcant wishes ,„ state tha, the actual ATCC deposit w,l, be delayed until the receipt of 

an ATCC depos.t Wlll be made, and the specification wtll be amended to contam the accessron 

suffic.cn, to specifics .entity i, a„d , 0 per™. exam,na„„ n and the name and address 7 
**~y. The Catms wl „ also be amended to recite the ATCC deposit numb, , addition 
A ^sub m tstha,a,,eas, 2 ,500 S eedso f H y b n d 39 M 27 will be deposed w„h the ATCC. ' 

* r Appiicant respect&ny — *• ^ ~ - «. 



Issues Under Klizn « j ft >. /j ^ 

The Examiner maintains the rejections to claims 1-4, 5-11 (a „ amended), ,2, 13 -,5 (al, 

r:r i d ""r 1 2i> 2i - 24 <au — d) - 25 - 26 28 — - - - 

USC In ; " C § I02(6) 35 * - - — e, under 35 

US.C. S 103(a) as obvious over obvtous Weber (U.S. Patent No. 6,0.8,1,3). The Examiner 
— ed, ,n the las , Office Action dated ,„„e 29 , 2 001, that amendment or clatms 

.0, n u, 6 . 18> 20 . 23 , 25 . 27i ^ 29 3l Appikant ^ ^ 

.nd.cat.on of otherwise allowable subject matter 

^PreviousO ffi ceAc,ion,theExam,ner„otcdfhatc,ai m s ,1, 15 , 19, 2 4, 28 and 32 

ofhe^7,,sted 1 nmosec,a.ms.TheExaminer concludes tha, the process of ma.cng the 

^ r ? ^ e, " Vem,0nWaSCMy '' Prima ^"^-who,e,ooneoford,^ 
skill m the art, if not anticipated by Weber. 

« 19 2 T 2 ^;;; p ;T y ,raverses reiection ^ requests « « f e Iaims ,1, 

■ 5. 9, 24, 28, and 3 2 (a„ prev.ouslv amended). Applicant submtts tha, the Cairn does no, 
-Ply rece traits, such as exce,,e„, European Com Borer res.stance or rdative maturity of 77 
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coming solely from the seed/germplasm of 39M27. When looking at m • , • 

claimed p ant must have iqwj 

*om the 3^/2 b ^ M27M — "-^"B.ha, these traitS!mtonginate 
material present in the plant, and 39M27 will h,™ •, ■ 

contribute to a „„-,.„■ " 39M27 w '» «™ ,ts own umque genetic profile , hat it wilI 

-I r ~ T" - ™^ 
—i.™™*? ~~ - •»»«.. »«.„«,„ 

— «... •i-*.i» 1TO -. u . wkm>d , ^.^^^ 



Finally, as discussed above 39M27 and „w ^ ■ , . 
,, . ' M2 7 md P lants denved from 39M27 are clearlv 

differentiated from 3 8 W36 Tt™„o,u ■ y 

"«i jo Woo. it must be recognized that the 391W97 j i 
unusual and a non-obvious result of . r u ■ 39M27 " de nved plants are themselves 

additional benefit unique to each <n~r • 39M27-denved plant has an 

unique to each specific cross using 39M27 a* n nP rt r 

US.C. § .02(e) as anUcpated by or, i„ fte aItemativej under 3J J mte 

over Weber. * 103 W as obvious 



Conclusion 



Applicant submits that, in light of the foregoing remarks the „ ■ 
allowance. Reconsideration m H i • m C0ndltl0n for 

on S1 derat 10 n and early notice of allowability are respectfully requested 



additional fees to Deposit Account No. 26-0084. 

Reconsideration and allowance is respectfully requested. 

Respectfully submitted, 




Heidi S. Nebel, Reg. No. 37 719 
McKEE, VOORHEES & SEASE 
801 Grand Avenue, Suite 3200 
Des Moines, Iowa 50309-2721 
Phone No. (515) 288-3667 
Fax No. (515)288-1338 
CUSTOMER NO: 22885 
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